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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days v^ll be considered timely. 

- If NO period for reply is specified above, the maximum statutory period vAW apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

Responsive to communication(s) filed on 25 November 2003 . 
2a)n This action is FINAL. 2b)l3 This action is non-final. 

3) D Since this application is in condition for allowance except for fomnal matters, prosecution as to the nnerits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 

Disposition of Claims 

4) S Claim(s) 1-37 is/are pending in the application. 

4a) Of the above clainn(s) 2-7. 12. 13. 15. 16.20-29 and 31-37 is/are withdrawn from consideration. 

_ 5)0 Claim(s) is/are allowed. 

6)13 Claim(s) 1.8-11.14,17-19 and 30 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 13 The specification is objected to by the Examiner. 

10)13 The drawing(s) filed on October 16m 2992 is/are: a)l3 accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing{s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration Is objected to by the Examiner. Note the attached Office Action or fomri PTO-1 52. 

Priority under 35 U.S.C. § 119 

1 2)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)n All b)n Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the Interriational Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) ^ Notice of References Cited (PTO-892) 

2) Q Notice of Drafts person's Patent Drawing Review (PTO-948) 

3) 13 Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/IVIail Date 13^20-03 . 



4) n Interview Summary (PTO-413) 

Paper No(s)/Maii Date. . 

5) □ Notice of Informal Patent Application (PTO-152) 
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Election/R strictions 

Claims 2-7, 12, 13, 15, 16, 20-29, and 31-37 are withdrawn from further 
consideration pursuant to 37 CFR 1.142(b) as being drawn to a nonelected species, 
there being no allowable generic or linking claim. Election was made without traverse 
in Paper Numbers 1 1 and 15. Claim 9 was rejoined with the elected claims because it 
is an intervening claim to claim 10 which was said to be drawn to the elected species. 

Specification 

The disclosure is objected to because of the following informalities: 

On page 1 of the specification, the continuing data does not give the relationship 

(e.g. continuation-in-part) of the parent application to ln _ 

addition, the continuing data is not updated with the current status of the parent 
application(s) as patented or abandoned. 

The title is not descriptive of the claimed invention. 

Appropriate correction is required. 

Claim Objections 

Claim 1 1 is objected to because of the following informalities: 

In claim 1 1 , on line 2, "acids" should be changed to —acid-- in order to be less 
grammatically awkward. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1 , 17-19, and 30 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Fearnot et a! (US 5,609,629). Fearnot anticipates the claim language where the 
implant with the outer surface as claimed is met by implant (10) with structure (12) and 
base material (14) of Fearnot; see Figure 2 and column 6. The bioactive polymer layer 
with nanoparticles or liposomes as claimed Is met by the disclosure on column 14, lines 
12-29 of Fearnot. Finally, the bioactive tissue response modifier as claimed is disclosed 
on column 3, lines 30-49 of Fearnot. 

Claims 1, 8-11, 14, and 30 are rejected under 35 U.S.C. 102(b)* as being 
' anticipated by Hubbelhet al (US 5,801 ,033). Hubbell anticipates the claim language 
where the tissue response modifier is the agent or material released by the 
encapsulated cells to have a therapeutic purpose in the patient; see the abstract, 
column 5, line 40 to column 6, line 34 and column 1 0, line 33 to column 1 1 , line 51 . 

With regard to claim 9, the gels of Hubbell are hydrogels since they are 

hydrophilic; see column 10, line 33 to column 1 1 , line 51 . 

*The effective filing date of the present claims is considered to be 
January 31 , 2002. However, if upon more careful analysis, the 
claims are found to have an effective filing date of the provisional 
application, then the Hubbell reference would still constitute a valid 
Section 102(e) reference. 



Conclusion 

The prior art cited that was not applied is considered relevant to the claimed 
invention. 

Applicant should specifically point out the support for any amendments made to 
the disclosure, including the claims (MPEP 714.02 and 2163.06). Due to the procedure 
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outlined in MPEP 2163.06 for interpreting claims, it is noted that other art may be 
applicable under 35 (JSC 102 of 35 USC 103(a) once the aforementioned issue(s) is/are 
addressed. 

Applicant is respectfully requested to provide a list of all copending applications 
that set forth similar subject matter to the present claims. A copy of such copending 
claims is respectfully requested in response to this Office action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Paul Prebilic whose telephone number is (703) 308- 
2905. The examiner can normally be reached on Monday-Thursday from 6:30 AM to 
5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Corrine McDermott, can be reached on (703) 308-21 1 1 . The fax phone 
number for this Technology Center is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application should 
bendirected to the Technology Genter 3700-receptionist whose-telephone-number is _ __ _ 
(703) 308-0858. 




Paul Prebilic 
Primary Examiner 
Art Unit 3738 



